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The Association of Consulting Chemists & Chemical Engineers (ACC&CE)
is a network of senior-level consultants with a broad range of functional
expertise and many years of experience in the chemical and allied industries.
The purposes of the organization are:

e To furnish support to its members as they conduct their consulting
practices.

e To offer prospective clients a “clearing house” which they can use
to find the most qualified consultants or team of consultants
whatever their particular problem may be.

This newsletter is intended to support those purposes as well as to educate
prospective new members and prospective client organizations about
ACC&CE, and how we can be most helpful to them.

The ACC&CE has an interactive website — www.chemconsult.org,

that allows prospective clients either to input their problem or to search for
those consultants most skilled in their area of concern. This website also
allows prospective members to access information on the organization,
including back-issues of the newsletter, meeting notices, etc. It also
obviously serves as a resource for the Association’s members, including
allowing each member to have his/her own webpage, which benefits from
the visibility of the entire ACC&CE website.

IN THIS ISSUE

In this issue, we are including a summary of the presentation made last fall
by Elliott Weinberg on “Successful Defense against Infringement”. Read
this very interesting story of a major patent infringement suit based on one
of Elliott’s patents in the vinyl stabilization field. We also want to call your
attention to a forthcoming presentation by Douglas Riley entitled “Chemical
Business in Asia”. This presentation will take place at a dinner meeting at
Snuffy’s in Scotch Plains, NJ on Tuesday evening, June 27. Contact Linda
Townsend at 973-729-6671 or at accce@chemconsult.org for information
and to make a reservation.

In the previous issue, Dave Riley wrote an article on Mentoring, one of the
major benefits available to members in ACC&CE, and we indicated a
number of our members who are available as mentors. In this issue, Dave
submitted some of the approaches he takes when seeking to aid a consultant
who comes to him with a consulting question or problem.


mailto:whoff@robill.com
mailto:DanKruh@aol.com
mailto:chemlab@compuserve.com
mailto:drdwriley@att.net
http://www.chemconsult.org/
http://www.chemconsult.org/
mailto:accce@chemconsult.org

Successful Defense Against Infringement

Elliott L. Weinberg
Cross Gates Consultants
East Brunswick, NJ 08816

Abstract: This personal narrative about
involvement in a multimillion dollar patent
infringement suit excites me even to this day. It
actually involved work that I did in the1950s.
The lawsuit took place in the 80s and involved
over a year and half of preparation prior to trial
in New Orleans. The infringement claim was
based on an issued patent that involved a
variation of a basic patent of mine which had
been declared prior validity during a very active
research era in which I introduced
organotin/sulfur stabilization for polyvinyl
chloride. At deposition time, the opposing
attorney insisted that this case would not be
settled out of court. At trial, the opposing
attorney made a fool of himself and the case
was decided in our favor. Because of continuing
litigation elsewhere, the trial record was sealed
and I was not allowed to testify in any similar
case.

Personal Background: In the 1950s,l became
exposed to the problem of stabilizing PVC. |
conceived of the idea that organotin/sulfur
derivatives should perform better than
organotin/oxygen derivatives. The reasoning
was based on training in the Periodic Table and
the recognition that sulfur compounds would be
better protective agents against oxidative and
free radical degradation.

Case Background: An entire business of vinyl
stabilization was sold to another chemical
company on the premise that the involved
patents would dominate the field. Because of
the competition in this business, the proposed
dominant business did not come about as
described by the promoters. The decision was
then made to sue the competition for the

infringement of these issued patents. An ill-considered
action at best that had to be defended with experimental
work with advanced analysis and expert testimony.

There had been much activity in the area of tin/sulfur
stabilization of PVVC and the US patent office had to
determine priority of application and work. It was
determined that my patent US 2648650 was the first to be
worked on. This patent covered organotin derivatives of
mercaptoacetic acid esters and their use in the stabilization
of PVC Much additional work on tin/sulfur stabilizers was
carried out in our and other laboratories. An important
consideration was the use of organotin sulfides as the
booster for other organotin sulfur derivatives.
Additionally, the concept of organotin coordinated
compounds was added to the litany of organotin
stabilization.

Patented Concept: The patent that was supposedly
infringed was concerned with what was called sulfide
bridged organotin sulfur compounds. Essentially, these
were to be considered coordination compounds in which tin
sulfur tin bonds existed.

Competitive Compounds: A number of companies in this
stabilization business put out materials which were
essentially mixtures of a number of compounds containing
tin sulfur tin and tin sulfur carbon bonds. They concerned
products of a process It was these products that were
supposed to infringe the suing companies patents.

Consultant to Action: Because | was known by reason of
the original patent work to be knowledgeable in this matter,
| was retained by a company that was sued for
infringement. In preparation for this suit, I spent almost 2
years with company representatives and lawyers to prepare
the defense against this infringement claim.



Successful Defense Against Infringement - Continued

Happening at Deposition: As is the case in
trials, the opposing law firm deposed me in
their office. Because they were busy with
other matters, they had me closeted in a
room which contained a lot of case boxes.
Time went by and my curiosity caused me to
examine some of the boxes. | noticed that
they pertained to the case at hand. | began
to look at some of the documents and came
across an item that I brought to the attention
of our attorneys.

Composure at Deposition: The opposing
attorney chose to be very hostile during
deposition. After determining my prior
experience in litigation as an expert witness,
he stated in dynamic fashion that this case
would not be settled out of court and would
go to trial. He tried to rattle me and I treated
his action as part of the theater which this
represented.

Direct Testimony: At the trial in Southern
District Court, my direct testimony was
elicited by our attorneys. During my
testimony, a document was handed to me
and | was requested to read same. After
reading it a number of times without
satisfying the attorney, the judge told me to
read the title of what was a laboratory
notebook that said that the work was based
on patents that had issued in my name.

Cross-Examination: I had been advised by
our attorneys that | would be cross-
examined by the opposition for a minimum
of five days. During the cross examination,
the opposing attorney decided to become the
chemist and he drew structures on a chart.
The “chemist” showed tin with five bonds
that were not coordinated. He was wrong
and I told him, “Counselor, tin does not have
that valence.” His composure lost, he ended
his cross examination in three hours.

Trial Outcome: The presiding judge took
some time to render his opinion and he did
so in favor of the company that retained me.
There was no infringement and the patent
was declared invalid. Since the validity of

the patent was not at issue, this determination was set aside.
Because of continuing infringement suits against other
companies, this case was sealed and | was prevented from
testifying in any other similar case

Conclusion: The way to make money in a technological
business is the same as it is in any other business. You have to
be able to market and sell your product. Money can be made by
licensing patents or technology that is seen clearly as desired
by producers and sellers. Many patents exist that are invalid.
Very few make money from weak patent positions. A good
defense supported by expert work and testimony will only
profit the legal profession. It is important for all involved to
recognize the truth when it is presented. The weaknesses of the
patent system should not deter the entry of useful products to
benefit the market place.
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The process of mentoring is basically a question of
communications. Fortunately, the contact with a person who
wishes mentoring is the initial phase. The immediate need is to
ascertain what the state of the persons consulting is. Often what
is holding the person up is a misconception and that must be
corrected.

The following approaches should be made:
1. What is the person trying to do as a consultant?
a. What arena is he/she playing in
b. Has he/she approached any people or
companies?
c. What response has he/she gotten?
2. Is he/she adequately prepared?
a. Does he/she have any books on consulting?
b. Has he/she been to the library?
c. Has he/she taken any courses on consulting?
3. What is he/she basically trying to do as a consultant?
a. Has he/she written any papers on the subject?
b. Has he/she done any research in the area of
expertise?
4. How do you plan to promote yourself?
a. Write personal letters to business contacts
b. Write article for our newsletter about an
achievement that is essentially “conculting”.
c. Volunteer to speak to groups interested in your
field.
5. How do you expect to finalize contracts and fees with
clients?

One of the first results from this questioning is to make the
person aware of the fact that he is, to himself, the most
important person in the world and he should not be afraid to
talk about himself. At first he seems slightly embarrassed about
the whole process until he realizes that selling himself can be
fun and highly enjoyable. In one particular case the individual
found, “Why, yes, | do do that, and very well”.

A second case required the individual to write down several of
his achievements and even rank them by importance. “I never
realized how | was effecting other people until | wrote it down
and reviewed it.” Imagine the thrill of realizing what a
success he had been. In one case very close to home, the
evaluation brought to mind that his successes had resulted in a
10% improvement in the income of his company—*“Boy, | am
pretty good after all” and | said to him “Then what are you
waiting for? Go out and do something with your attitude.”



ANNOUNCEMENT - JUNE 27 PRESENTATION

""Chemical Business in Asia"'

Speaker: Mr. Douglas Riley

With the movement of technology into Asia and the growth Asia born technology, we are often tasked
introducing and training our Asian colleagues on the methods and practices needed either for western quality or
safety standards. This discussion will impart the experience gained in the years spent in Asia setting up
chemical operations for supplying electronic semiconductor grade materials and services. Mr. Riley initially
trained nationals in Operations Management in China for 3 years, and the next 2 years were spent training for
Safety, Security, and Chemical Emergency Response across multiple countries throughout Asia.

Mr. Riley's main experiences and specialties include Gases and Chemicals used in Electronics Wafer
Manufacturing, Management of on-site Operations Teams, training and application of Chemical Emergency
Response techniques, and performing safety audits of employer and customer facilities. He has held numerous
positions with a US based International Gas and Chemical Company with annual sales of approximately 7.4
billion US dollars. He has been Project Manager, Project Engineering, Plant Management, and Operations
Management for teams on-site at customer facilities handling gas and chemical dispense systems. His
experience was obtained working in more than 20 countries. Long term assignments included 1 year in Israel
and 5 years in China.

Snuffy's Restaurant, Park & Mountain Ave (Rte 22 East), Scotch Plains, NJ

6 p.m. Networking/Cash Bar, 6:30 p.m. Dinner, 7:30 p.m. Presentation

Registration: $40 ACC&CE Members, $50 Non-members

To Reserve: Call Linda B. Townsend at 1-973-729-6671 or e-mail: accce@chemconsult.org
Advanced registration is required.

Cancellations must be made 24 hrs in advance or be invoiced.
Please visit our web site for more details: www.chemconsult.org.

Michael Helioff
WIH Consulting
485 Otisco Dnive, Westfied, NJ 07090
Tel: 1-908-232-2630  e-mail:
mhelioff@comcast.net
Cosmetic Chemist specializing in New
Product development.
Areas of expertise include Hair Care; Skin
Care; Sun Care.

Services include research to provide
optimized formulae using the newest
materials available. Cost analysis included
in developmental contract. Expert witness.
Flat rate or retainer.
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TECHNICAL CENTER

Chemical Analysis Microbiology
Cosmetics Pharmaceuticals Plastics

Forensics  Materials Failure Analysis  Unknowns
USF/NF, CTFA, FCC, ACS, AQAC, ASTM
DSC, GC/MS, microfTIR, GC, HPLC, SEM/EDS, TOC

J. Stephen Duerr, Ph.D., P.E., CPC

[800) 8484-LAB www libralabs.com
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Chemical Analysis Services

Materials Identification/ Deformulation
Product Defects! Failure Analysis

Polymer Analysis & Testing

Pharmaceutical and Madical Davice Testing
Litigation Support/Expert Witness

180 9001 Certified
cGMP/GLF Compliant
FDA Registered
www.chemir.com

800-659-7659
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Analytical Services

Metuchen Analytical, Inc.
101 Liberty St., Metuchen, NJ 08840

Market Evaluation Technology Assessment
Business Analysis Competitive Intelligence
Strategy Development

A Armour Associates, Ltd.

Consultants to the Chemical Industry

Additives for Plastics Specialty & Fine Chemicals
Performance Chemicals Pharmaceutical Excipients

www.ArmourAssociates.com
215.931.0230

JVE
INTERNATIONAL

DE. JOSEFH V. PORCELLI
Consultant to the Chemical Industry

Straregic Chemical

Technology Consultation and Advisory Services

Assessment of the Technology Portfolio
Assessment of Competitive Position
Assistance in Development of Technology Strategies

Phone (317) 312-9604  Email [vpii@jvporcelli.com
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a Professional Liability Plan Specifically Designed
for ACS Members

Every decision and recommendation you make professionally puts you at
risk. The dismaptions and costs of a lowsuit can be devastating — even if it's
unsnccesafil. Also, many contracts requine insurance pratection today.

S paotect yourself from this litigious environment with a customized plan.
It's offered throngh Hays Affinity Solutions, the plan administrator, Yoarll get
cornprehensive coverage at competitive pricing.

Benefits & Features:
# Specifically designed for chermdcal # Pollation, bold sub-limit and

professionals Pricd Acts coverage available

# Limits starting at $250,000 per # Potection provided by Llovd's of
claim Landon — Besley Symdicate

# Territory wordwide — as long as #  Exclusively endorsed by The ACS
it is brought in the ULS, or Board of Trustees, Group
Canada Insurance Flans for AC5 Members

# FREETo obligation phomne
consultation
To Find Out More or To Apply:

www.chemistry.org/insurance
1-388-437-7008 or questionsi@hayscompanies.com

THE ACS MEMBER INSURANCE PROGRAM

THE CHEMICAL CONSULTANT
A publication of
The Association of Consulting Chemists
& Chemical Engineers
P.O. Box 297
Sparta, NJ 07871
Phone: 973-729-6671
FAX: 973-729-7088
accce@chemconsult.org
www.chemconsult.org

Opinions expressed herein are not necessarily those of ACC&CE.

NOTE TO OUR READERS

We encourage any of our members or other readers who wish to advertise their
services in our newsletter to submit your ad or a business card for inclusion in future
issues.

Please contact Linda Townsend at 973-729-6671 or at accce@chemconsult.org for
our rates and other information.
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